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FeperRAL TrapE Commission v. Tue Curtis Pus.tisHinc Company 
Supreme Court of the United States 
January 8, 192: 


Fenerat Trape CommissionN—DETERMINATION OF Wuat Constitutes UN- 

FAIR COMPETITION FOR THE CourT, NOT FOR THE COMMISSION. 

The ultimate determination of what constitutes unfair competition 
is for the court, not the Commission; and the same rule must apply 
when the charge is that leases, sales, agreements or understandings 
substantially lessen competition or tend to create monopoly. 

Unrarr CompetTiTIoN—Excuusive Seritinc AGENTS PERMISSIBLE. 

Effective competition requires that traders have large freedom of 
action when conducting their own affairs. Success alone does not 
show reprehensible methods, although it may increase or render in- 
superable the difficulties which rivals must face. The mere selection 
of competent, successful and exclusive representatives in the orderly 
course of development can give no just cause for complaint, and when 
standing alone affords no ground for condemnation under the statute. 


On writ of certiorari to the United States Circuit Court of 
Appeals for the Third Circuit. 


Mr. Curer Justice Tart doubting. 


Mr. Justice McReyno tps delivered the opinion of the court. 
The court below entered a decree setting aside an order of the 
Trade Commission, dated July 21, 1919, which directed respondent 
Publishing Company to cease and desist from entering into or 


enforcing 


2 


agreements prohibiting wholesalers from selling or dis- 
tributing the magazines or newspapers of other publishers. (270 
Fed. 881.) And the cause is here by certiorari. 

The Commission issued an original complaint July 5, 1917, 
based mainly on a restrictive clause in existing contracts with so- 
called district agents. Thereafter, respondent changed its agree- 
ment. An amended complaint followed, which amplified the orig- 
inal allegations and attacked the second contract and consequent 
conditions. 

The first section of the amended complaint declares there is 
reason to believe that respondent has been and is using unfair 
methods of competition contrary to section five, Act of Congress 
approved September 26, 1914, c. 311, 88 Stat. 717, and specifically 
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charges: That respondent, a Pennsylvania corporation with prin- 
cipal place of business at Philadelphia, has long engaged in pub- 
lishing, selling and circulating weekly and monthly periodicals in 
interstate commerce. That with intent, purpose and effect of sup- 
pressing competition in the publication, sale and circulation of 
periodicals it now refuses and for some months past has refused to 
sell its publications to any dealer who will not agree to refrain from 
selling or distributing those of certain competitors to other dealers 
or distributors. That with the same intent, purpose and effect it 
is making and for several months last past has made contracts with 
numerous wholesalers to distribute its periodicals as agents, and 
not to distribute those of other publishers without permission. That 
wholesalers so restricted are the principal and often the only medium 
for proper distribution of weekly and monthly periodicals in vari- 
ous localities throughout the United States, and many of the so- 
called agents formerly operated under contracts with respondent 
which abridged their liberty of resale. 

The second section ceclares there is reason to believe respond- 
ent is violating section three, Act of Congress approved October 
15, 1914—Clayton Act—c. 828, 88 Stat. 730, and specifically 
charges: That respondent publishes, sells and circulates weekly 
and monthly periodicals in interstate commerce. That for some 
months past, in such commerce, it has sold and is now selling and 
making contracts for the sale of its publications and periodicals 
for use and resale and is fixing the price charged on condition, 
agreement or understanding that the purchaser shall not sell other 
publications or periodicals, thereby substantially lessening competi- 
tion and tending to create a monopoly. 

Respondent replied to the notice to show cause why it should 
not be required to desist “from the violations of law charged in 
this complaint.” It denied unlawful conduct and claimed that the 
parties contracted with as agents were such in fact; that their 
services were necessary for the maintenance of the plan originated 
by it of distributing publications through school boys, who require 
special superintendence; and further, that such agents had law- 
fully agreed to abstain from other connections and devote their time 


s 
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and attention to superintending the boys and to the general up- 
building of sales. Copies of respondent’s first and second agree- 
ments with distributors accompanied the answer. The first had 
then been superseded and largely discontinued. 

The second contract provides that upon requisition respondent 
will consign its publications to the agent as he may acquire, re- 
taining title until they are sold; that the agent will supply the 
demand of boys and dealers at specified prices; will use reasonable 
efforts and devote all necessary time to promoting the sales of such 
publications; “that without the written consent of the publisher 
he will not display, deliver, or sell any copies of any one of said 
publications before the authorized publication date, as specified in 
the printed requisition blanks, or dispose of any copies of said 
publications in the territory of any other district agent or special 
agent of the publisher, or act as agent for or supply at wholesale 
rates any periodicals other than those published by the publisher, 
or directly or indirectly furnish to any other publisher or agent 
the names and addresses of the persons to whom the publisher’s 
publications are sold or delivered”; that subject to the principal’s 
direction and control the agent shall train, instruct and supervise 
an adequate force of boys for distributing the publications; and 
that he will return unsold copies, their cover pages or headings. 


After taking much testimony—2,500 pages—the Commission 





made a brief and rather vague report of two pages, containing 
findings and conclusions based on the second contract with dealers 
and without direct reference to the earlier one. The substance of 
the report follows: 

Paragraph one. Respondent, a Pennsylvania corporation with 
principal place of business at Philadelphia, is engaged in publishing, 
selling and distributing weekly and monthly periodicals among the 
states. 

Paragraph two. “That in the course of such commerce, the 
respondent has entered into contracts with certain persons, part- 
nerships, or corporations to sell or distribute its magazines, by the 
terms of which contracts, such persons, partnerships, or corpora- 


tions, have agreed, among other things, not to ‘act as agent for or 
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supply at wholesale rates, any periodicals other than those pub- 
lished by the publisher’—the respondent herein—without the writ- 
ten consent of such publisher; that of such persons, partnerships, 
or corporations, approximately four hundred forty seven (447), 
hereinafter referred to as ‘dealers,’ are and previous to entering 
into such contracts with respondent were regularly engaged in the 
business of wholesale dealers in newspapers or magazines, or both 
and as such are as aforesaid engaged in the sale or distribution of 
of magazines, or newspapers, or both, of other publishers; that 
many of said four hundred forty-seven (447) dealers, and many 
others who have become such wholesale dealers since entering into 
such contracts, bound by said contract provisions as aforesaid, have 
requested respondent’s permission to engage also in the sale or dis- 
tribution of certain publications competing in the course of said 
commerce, with those of respondent, which permission as to said 
competing publications has been uniformly denied by respondent; 
that in enforcing said contract provision as to said dealers, and 
in denying them said permission, respondent has prevented and 
now prevents certain of its competitors from utilizing established 
channels for the general distribution or sale of magazines or news- 
papers, or both, of different and sundry publishers; that such estab- 
lished channels are in most instances the principal and most efficient, 
and in numerous cases, the only medium for the distribution of such 
publications in the various localities of the United States; that such 
method of competition so employed by respondent in the course 
of such commerce, as aforesaid, has proved and is unfair.” 
Paragraph three. “That in the course of such commerce, the 
respondent has made sales of its magazines to, or entered into 
contracts for the sale of the same with certain persons, partner- 
ships, or corporations, by the terms of which sales or contracts for 
such sales, such persons, partnerships, or corporations have agreed, 
among other things” [here follow, without material change, the 
words of paragraph two printed, supra, in italics]; “that the effect 
of said contract provision has been, and is, to substantially lessen 


competition with respondent’s magazines and tends to create for 
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the respondent a monopoly in the business of publishing magazines 
of the character of those published by respondent.” 

The Commission concluded that the method of competition 
described in paragraph two of the report violates section five, Act 
of September 26, 1914, and that the acts and conduct specified in 
the third paragraph violate section three, Act of October 15, 1914. 
And it thereupon ordered: That the respondent cease and desist, 
while engaged in interstate commerce, from entering into any con- 
tracts, agreements or understandings which forbid persons, part- 
nerships or corporations already engaged in the sale or distribution 
of magazines or newspapers, or both, of other publishers from 
acting as agents for, selling or supplying to others at wholesale 
rates periodicals other than respondent’s without its consent; and 
from contracting with those already engaged in the sale or dis- 
tribution of magazines or newspapers, or both, of other publishers, 
forbidding them from selling or distributing or continuing to sell 
or distribute the same; and from enforcing any provision of an 
outstanding contract whereby one now engaged in the sale or dis- 
tribution of magazines or newspapers, or both, of other publishers 
is forbidden to sell or distribute the same without respondent’s per- 
mission. 

The statute provides (section five) that when the Commis- 
sion’s order is duly challenged it shall file a transcript of the 
record, and thereupon the court shall have jurisdiction of the pro- 
ceedings and the question determined therein and shall have power 
to make and enter, upon the pleadings, testimony and proceedings, 
a decree affirming, modifying or setting aside the order; but the 
Commission’s findings as to the facts, if supported by evidence, 
shall be conclusive. The court is also empowered to order the 
taking of additional evidence for its consideration. 

We have heretofore pointed out that the ultimate determina- 
tion of what constitutes unfair competition is for the court, not the 
Commission; and the same rule must apply when the charge is 
that leases, sales, agreements or understandings substantially lessen 
competition or tend to create monopoly. Federal Trade Commis- 


sion v. Gratz, 253 U. S. 421, 427 [10 T. M. Rep. 295]. 
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Manifestly, the court must inquire whether the Commission’s 
findings of fact are supported by evidence. If so supported, they 
are conclusive. But as the statute grants jurisdiction to make and 
enter, upon the pleadings, testimony and proceedings, a decree 
affirming, modifying or setting aside an order, the court must also 
have power to examine the whole record and ascertain for itself 
the issues presented and whether there are material facts not re- 
ported by the Commission. If there be substantial evidence relating 
to such facts from which different conclusions reasonably may be 
drawn, the matter may be and ordinarily, we think, should be re- 
manded to the Commission—the primary fact-finding body—with 
direction to make additional findings, but if from all the circum- 
stances it clearly appears that in the interest of justice the con- 
troversy should be decided without further delay the court has full 
power under the statute so to do. The language of the statute 
is broad and confers power of review not found in the Interstate 
Commerce Act. Louisville and Nashville Railroad Company v. 
Behlmer, 175 U. S. 648, 675, 676; Interstate Commerce Commis- 
sion v. Clyde Steamship Company, 181 U. S. 29, 32; and Interstate 
Commerce Commission v. Chicago, Burlington and Quincy Railroad 
Company, 186 U. S. 320, 340, while helpful as to proper practice, 
do not determine the present problem. 

Here we find a vague general complaint charging unfair meth- 
ods of competition and also sales and contracts for sales on 
condition that the purchaser shall not deal in other publications. 
This is followed by an answer setting out the original agreement 
with dealers and also the substituted form. The findings of fact 
make no reference whatever to the first agreement, but do show 
that respondent had entered into the second (quoting its language ) 
with “certain” (no number is given but there were 1,535) persons, 
partnerships and corporations, approximately four hundred and 
forty-seven of whom before making such contracts were wholesale 
dealers in newspapers and magazines. Further, that many of this 
four hundred and forty-seven, as well as other parties to such con- 
tracts, have been denied permission to distribute the periodicals of 
other publishers. And that in these ways the most efficient estab- 
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lished channels of distribution have been closed to competitors, 
competition lessened and a tendency to monopoly established. 

The present record clearly discloses the development of re- 
spondent’s business, how it originated the plan of selling through 
school boys, the necessity for exclusive agents to train and super- 
intend these boys and to devote their time and attention to pro- 
moting sales, and also contracts with 1,535 such agents. The Com- 
mission’s report suggests no objection as to 1,088 of these repre- 
sentatives who, prior to their contracts, had not been engaged in 
selling and distributing newspapers or periodicals for other pub- 
lishers. There is no sufficient evidence to show that respondent 
intended to practice unfair methods or unduly to suppress com- 
petition or to acquire monopoly, unless this reasonably may be 
inferred from making and enforcing the second or substituted agree- 
ment with many important wholesale dealers throughout the country. 

Judged by its terms, we think this contract is one of agency, 
not of sale upon condition, and the record reveals no surrounding 
circumstances sufficient to give it a different character. This, of 
course, disposes of the charges under the Clayton Act. 

The engagement of competent agents obligated to devote their 
time and attention to developing the principal’s business, to the 
exclusion of all others, where nothing else appears, has long been 
recognized as proper and unobjectionable practice. The evidence 
clearly shows that respondent’s agency contracts were made with- 
out unlawful motive and in the orderly course of an expanding 
business. It does not necessarily follow because many agents had 
been general distributors, that their appointment and limitation 
amounted to unfair trade practice. And such practice cannot rea- 
sonably be inferred from the other disclosed circumstances. Having 
regard to the undisputed facts, the reasons advanced to vindicate 
the general plan are sufficient. 

Effective competition requires that traders have large freedom 
of action when conducting their own affairs. Success alone does 
not show reprehensible methods, although it may increase or render 
insuperable the difficulties which rivals must face. The mere selec- 
tion of competent, successful and exclusive representatives in the 
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orderly course of development can give no just cause for complaint, 
and, when standing alone, certainly affords no ground for con- 
demnation under the statute. 

In the present cause the Commission has not found all the 
material facts, but considering those which it has found and the 
necessary effect of the evidence, the order to desist is clearly wrong 
and should be set aside without further delay. 

Affirmed. 


Mr. Cuter Justice Tart, doubting. 

The sentence in the majority opinion, which makes me express 
doubt, is that discussing the duty of the court in reviewing the 
action of the Federal Trade Commission when it finds that there 
are material facts not reported by the Commission. The opinion 
Says: 

“If there be substantial evidence relating to such facts from 
which different conclusions reasonably may be drawn, the matter 
may be and ordinarily, we think, should be remanded to the Com- 
mission—the primary fact-finding body—with directions to make 
additional findings, but if from all the circumstances it clearly 
appears that in the interest of justice the controversy should be 
decided without delay, the court has full power under the statute 
so to do.” 

If this means that where it clearly appears that there is no 
substantial evidence to support additional findings necessary to 
justify the order of the Commission complained of, the court need 
not remand the case for further findings, I concur in it. It is 
because it may bear the construction that the court has discretion 
to sum up the evidence pro and con on issues undecided by the 
Commission and make itself the fact-finding body, that I venture 
with deference to question its wisdom and correctness. I agree 
that in the further discussion of the evidence, the reasoning of the 
opinion of the court would seem to justify the view that it does 
not find in the evidence sufficient to support additional findings by 
the Commission justifying its order. I only register this doubt 


because I think it of high importance that we should scrupulously 
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comply with the evident intention of Congress that the Federal 
Commission be made the fact-finding body and that the court should 
in its rulings preserve the Board’s character as such and not inter- 
ject its views of the facts where there is any conflict in the evidence. 

I am authorized to say that Mr. Justice Branpets concurs 


with me in this. 


FepERAL TrapE Commission v. P. LoriLtuarp Co. 


AND THE AMERICAN Tosacco Co., INc. 
(283 Fed. Rep. 999) 


United States District Court, Southern District of New York 
October 3, 1922 


Trape-Marks AND TrRADE-NAmMEs—UnNrFair CoMPpETITION—PoweERrs or FEDERAL 

Trape Commission. 

A resolution of the Senate directing the Federal Trade Commis- 
sion to investigate and report the tobacco situation as to the domestic 
and export trade, etc., but without reference to any alleged violation 
of law, is not within the provision of Federal Trade Commission Act, 
§ 6 (Comp. St. § 8836f), authorizing the Commission on direction of 
the President or either House of Congress to investigate and report 
the facts relating to any alleged violation of the anti-trust acts by 
any corporation, nor within the provision of section 9 (section 8836i), 
vesting District Courts with jurisdiction to issue writs of mandamus 
to compel compliance with the provisions of the act or any order of 
the Commission made in pursuance thereof, and in the investigation 
under said resolution neither the Commission nor the court has au- 
thority to compel a private corporation to produce its books and 
papers for inspection and the making of copies thereof. 

SaAME—SEARCHES AND SeizureES—LiM1IratTION OF Power or Feperat TRADE 

CoMmMMISSION. 

While the Federal Trade Commission may make investigations, 
its visitorial power over private corporations must keep within the 
restrictions of the Fourth Constitutional Amendment. Congress could 
not grant, and did not intend to grant, to the Commission, an un- 
limited power of inquisition or an unlimited right of access to books 
and papers of private parties, not engaged in any public service or 
of search, without basis of some facts tending to establish a charge 
of wrongdoing. 


(Nore.—While this opinion is not specifically concerned with any 
phase of the law of trade-marks and unfair competition as such, its im- 
portance as being the first judicial utterance to define the attitude of the 
courts regarding the visitorial powers of the Federal Trade Commission 
is sufficient reason for giving it space in the Reporter.—Ed.) 
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Petitions for mandamus by the Federal Trade Commission 
against the P. Lorillard Company, and the American Tobacco Com- 
pany, Inc. Denied. 


William Hayward, United States Attorney, of New York City, 
and W. H. Fuller, Chief Counsel for Federal Trade Com- 
mission, of Washington, D. C. (A. S. Barnes, of New 
York City, of counsel), for petitioner. 

William D. Guthrie and William B. Bell, both of New York 
City (Bernard Hershkopf, of New York City, of counsel), 
for respondent P. Lorillard Co. 

John Walsh, of Washington, D. C., and Junius Parker, of 
New York City (Jonathan H. Holmes, of New York 
City, of counsel), for respondent American Tobacco Co., 
Inc. 


Manton, Circuit Judge: These cases were argued together 
and will be considered in one opinion. 

The petitioner in each of the above-named proceedings was 
granted an alternative writ of mandamus commanding the respond- 
ent to show cause why a peremptory writ should not issue directing 
that immediately it forthwith deliver into the possession of the 
Federal Trade Commission the accounts, books, records, documents, 
memoranda, papers, and correspondence of the respondent for in- 
spection and examination and for the purpose of making copies 
thereof. The petition upon which the alternative writ was granted 
sets forth that on the 16th of September, 1921, a complaint was 
filed with the Federal Trade Commission against the respondent. 
The complaint alleged that the respondent in the conduct of its 
interstate commerce was indulging in practices which were in vio- 
lation of the provisions of the Act of Congress of September 26, 
1914 (88 Stat. 717 [Comp. St. §§ 8836a-8836k]), in that the 
respondent was using certain methods of business practices resulting 
in unfair competition, in that it was regulating and fixing or at- 
tempting to regulate and fix the prices at which the commodities 
sold by it should be resold by those to whom it had sold them, and 


was cooperating, aiding, and abetting others to successfully for- 
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mulate and carry out a scheme or combination pursuant to which 
the resale prices of respondent’s commodities should be fixed and 
maintained by those to whom respondent had previously sold its 
products or commodities. Further, that the Senate of the Congress 
of the United States by a resolution directed the Federal Trade 
Commission to investigate the tobacco situation in the United States 
as to the domestic and export trade, with particular reference as 
to the market price to producers of tobacco and the market price 
for manufacturing tobacco and the price of leaf tobacco exported, 
and to report to the Senate as soon as possible the result of such 
investigation. Petitioner then sets forth that at various times 
between September 29, 1921, and November 5, 1921, authorized 
agents of the petitioner, in its behalf, demanded of the respondent 
to produce and furnish to them at respondent’s offices certain speci- 
fied documentary evidence or written data, correspondence, and 
other paper writings which were then and there in the possession, 
custody, and control of the respondent so that copies thereof or 
parts thereof might be made. And the respondent, complying with 
the demands and pursuant to its duty, under the provisions of 
the Federal Trade Act, did produce for inspection and examination 
of petitioner’s agents certain of the data commanded; but, in viola- 
tion of provisions of the Federal Trade Act, it refused to produce 
for inspection and examination “certain documentary evidence, rec- 
ords, correspondence, and writings herein specified which were 
then and there in respondent’s possession, custody, and control, 
and it refused to permit copies thereof to be made by petitioner.” 
And it sets forth that it is necessary in the prosecution of its 
duty that such inspection and examination be granted to the pe- 
titioner’s agents and that it is hindered in the performance of its 
duty and in the exercise of its power by the refusal of the re- 
spondent to grant such examination and inspection. Its prayer 
for relief is that “all papers and telegrams received by the Ameri- 
can Tobacco Company (or P. Lorillard Company) from all of its 
jobber customers located at different points throughout the United 
States and also copies of all letters and telegrams sent by the 


American Tobacco Company (or P. Lorillard Company) to such 
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jobbers during the period of January 1, 1921, to December 31, 
1921, inclusive,’ be turned over for examination and inspection. 
Each respondent resists the application for a peremptory writ con- 
tending that the Federal Trade Commission is asserting authority 
which it does not possess in seeking to make an unlimited and un- 
restricted inspection with the right to copy all of the correspondence 
with its jobber customers, and that the Senate resolution directing 
the Federal Trade Commission to make the investigation referred 
to grants no authority for unlimited and unrestricted search with 
the right to copy the correspondence. It further contends that 
Sections 5, 6 and 9 of the Federal Trade Commission Act (Comp. 
St. §§ 8836e, 8836f, 8836i) give no such authority of unlimited 
and unrestrained search and examination, and it is said that any 
such construction or interpretation of the Federal Trade Commis- 
sion Act would be in contravention of the Fourth Amendment of 
the Constitution guaranteeing the right of the people to be secure 
in their papers and effects against unreasonable searches and seiz- 
ures, and that no warrant shall issue but upon probable cause 
supported by oath or affirmation. Thus the question is presented 
whether Congress can delegate visitorial powers under the com- 
merce clause of the Constitution over private corporations engaged 
in interstate commerce to the extent of granting unlimited and un- 
restricted examination and inspection with the right to copy. 

By the Act of Congress of September 26, 1914, the Federal 
Trade Commission was created a body corporate. Its purposes 
were defined by the statute creating it, and its duties and powers 
and administration are referred to in Sections 5, 6 and 9. It is 
provided by Section 9 of the act (Comp. St. § 8836i) that— 

“For the purposes of this act, the Commission, or its duly 
authorized agent or agents, shall at all reasonable times have access 
to, for the purpose of examination, and the right to copy any docu- 
mentary evidence of any corporation being investigated or pro- 
ceeded against.” 

And Section 6 of the act (Section 8886f) provides: 

“That the Commission shall also have power—(a) To gather 
and compile information concerning, and to investigate from time 


~) 


> 
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to time the organization, business, conduct, practices, and man- 
agement of any corporation engaged in commerce, excepting banks 
and common carriers subject to the act to regulate commerce, and 
its relation to other corporations and to individuals, associations, 
and partnerships.” 

The Constitution provides (article 1, § 8, cl. 3) that Congress 
shall have power to regulate commerce with foreign nations and 
among the several states. 

Each respondent is conceded to be a private corporation en- 
gaged in selling tobacco and its products and is engaged in inter- 
state and intrastate commerce. This investigation was commenced 
“for the purpose of ascertaining the facts relating to respondent’s 
business.” The business of each of the respondents is very ex- 
tensive; its letters, papers, and other documents making it a busi- 
ness of thousands of letters per month. The affidavits submitted 
by the respondents set forth a mass of correspondence and other 
documentary evidence which, if the petitioner prevails in its alleged 
right to “full and complete access to any and all documentary 
evidence in the possession and control of the respondent,’ would, 
it is alleged, handicap the respondent in its business and entail 
considerable expense and difficulties. Much of the correspondence 
relates to transactions bearing upon intrastate commerce only. As 
to such of the correspondence as bears upon intrastate commerce, 
the petitioner is not entitled to examination, inspection, or copying 
any part thereof. The commerce clause of the Constitution grant- 
ing power to the Congress to legislate as to the commerce permits 
only of legislation which has to do with interstate commerce. The 
Federal Trade Act forbids unfair practices in reference to the 
commerce of an interstate character only. Ward Baking Co. v. 
Federal Trade Comm. (C. C. A.) 264 Fed. 880 [10 T. M. Rep. 
419]. The commerce clause of the Constitution vested in the Con- 
gress “‘a full and complete power to regulate commerce among the 
several states, for the strong arm of the national government may 
be put forth to brush away all obstacles to interstate commerce.” 
In re Debs, 158 U. S. 564, 15 Sup. Ct. 900, 89 L. Ed. 1092. And 
“constitutional privileges do not change but their operation extends 
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to new matters as modes of business and the habits of life of the 
peoples vary with each succeeding generation. The power is the 
same but it operates today upon modes of interstate commerce un- 
known to the fathers and will operate with equal force upon any 
new modes of such commerce which the future may develop.” Gib- 
bons v. Ogden, 9 Wheat. (22 U.S.) 1, 6 L. Ed. 23. The power 
of Congress to legislate embraces power not only to regulate and 
control that which is wholly interstate, but also that which even 
though intrastate affects the free flow of interstate commerce. Minn. 
Rate Cases, 230 U. S. 352, 33 Sup. Ct. 729, 57 L. Ed. 1511, 48 
L. R. A. (N. S.) 1151, Ann. Cas. 1916A, 18. To regulate is the 
power to enact legislation directly affecting interstate commerce. 
United States v. Adair (D. C.) 152 Fed. 737. The Constitution 
having granted to the Congress plenary power to regulate or con- 
trol commerce among the states, Congress may delegate such duties 
to investigate and learn conditions to a permanent administrative 
body. 

The validity of the Interstate Commerce Commission Act grant- 
ing to that Commission the power to investigate facts relating to 
interstate transportation was considered in Interstate Commerce 
Commission v. Brimson, 154 U. S. 447, 14 Sup. Ct. 1125, 38 L. 
Ed. 1047. It has been held that the visitorial power of the Fed- 
eral government provided for in the act, over private corpora- 
tions, must be restricted to activities of an interstate commerce 
character. Hale v. Henkel, 201 U. S. 43, 26 Sup. Ct. 370, 50 L. 
Ed. 652; Interstate Commerce Comm. v. Goodrich Co., 224 U. S. 
194, 32 Sup. Ct. 436, 56 L. Ed. 729; United States v. Basic Prod- 
ucts Co. (D. C.) 260 Fed. 472. We must presume that the Con- 
gress did not intend by this legislation to invade the field reserved 
under the Constitution to the several states by interfering with 
transactions in intrastate commerce. “The statute must be con- 
strued, if fairly possible, so as to avoid not only the conclusion 
that it is unconstitutional, but also grave doubts upon that score.” 
United States v. Jin Fuey Moy, 241 U. S. 894, 86 Sup. Ct. 658, 
60 L. Ed. 1061, Ann. Cas. 1917D, 854. See, also, United States 
v. D. & H. Co., 2138 U. S. 366, 29 Sup. Ct. 527, 538 L. Ed. 836. 
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The resolution of the Senate provided that— 

“The Federal Trade Commission be and is hereby directed to 
investigate the tobacco situation in the United States as to the 
domestic and export trade, with particular reference to the market 
price to producers for tobacco and the market price for manufac- 
tured tobacco and the price of leaf tobacco exported, and report 
to the Senate as soon as possible the result of such investigation.” 

This resolution has not the mandatory effect of statutory en- 
actment with reference to the commerce clause of the Constitution, 
and the present application for the writ must rest upon the com- 
mand of Section 9 of the Federal Trade Commission Act (Comp. 
St. § 88361), wherein jurisdiction is granted to the District Courts 
of the United States “to issue writs of mandamus commanding any 
person or corporation to comply with the provisions of this act or 
any order of the Commission made in pursuance thereof.” The 
resolution of the Senate does not come within the terms of the 
authority conferred by the statute in question. Under Section 6 
(Section 8836f), power is conferred upon the Commission “upon 
the direction of the President or either House of Congress to 
investigate and report the facts relating to any alleged violations 
of the anti-trust acts by any corporation,’ but the language of 
this statute makes it necessary for one of the Houses of Congress 
to adopt a resolution for a direction to investigate, and the report- 
ing of such investigation must be for alleged violations of the 
anti-trust acts. The quotation from the resolution of the Senate 
fails to indicate that it is founded upon any violation or alleged 
violation of the anti-trust law (Comp. St. § 8820 et seq.). It 
does not indicate that the Senate intended that any anti-trust law 
violation should be investigated by the Commission. If so, an apt 
expression to that effect could have been used. It cannot, therefore, 
be concluded that it was intended, in the language used, to inves- 
tigate any violations of the anti-trust acts by any corporation. In 
any case, the power of the Federal Trade Commission cannot be 
broader than what Congress did or could delegate. The analogy 
of the cases arising under the powers of the Interstate Commerce 
Commission with that of the Federal Trade Commission’s powers 
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is pertinent. This was referred to in Beechnut Packing Co. v. 
Federal Trade Comm. (C. C. A.) 264 Fed. 885 [10 T. M. Rep. 151]. 
A comparison of the statutes particularly setting forth the procedure 
under the two acts shows the similarity. In each any person may be 
compelled to appear and depose and produce documentary evidence 
in the same manner as witnesses may be compelled to appear and tes- 
tify and produce documentary evidence before the Commission. Both 
Commissions are required to make findings in proceedings before 
them and the findings must be based upon the testimony given. 

In the Harriman Case, 211 U. S. 407, 29 Sup. Ct. 115, 53 
L. Ed. 253, Justice Holmes said: 


“The Commission * * * 


is given power to require the testimony 
of witnesses ‘for the purposes of this act.’ The argument for the 
Commission is that the purposes of the act embrace all the duties 
that the act imposes and the powers that it gives the Commission; 
that one of the purposes is that the Commission shall keep itself 
informed as to the manner and method in which the business of 
carriers is conducted, as required by Section 12; that another is 
that it shall recommend additional legislation * * * and that for 
either of these general objects it may call on the courts to require 
any one whom it may point out to attend and testify if he would 
avoid the penalties for contempt. 

“We are of the opinion, on.the contrary, that the purposes 
of the act for which the Commission may exact evidence embrace 
only complaints for violation of the act, and investigations by 
the Commission upon matters that might have been made the ob- 
ject of complaint. As we have already implied, the main purpose 
of the act was to regulate the interstate business of carriers, and 
the secondary purpose, that for which the Commission was estab- 
lished, was to enforce the regulations enacted. These in our opinion 
are the purposes referred to; in other words, the power to require 
testimony is limited, as it usually is in English-speaking countries 
at least, to the only cases where the sacrifice of privacy is necessary 
—those where the investigations concern a specific breach of the 
on, Se 


“If we felt more hesitation than we do, we still should feel 
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bound to construe the statute not merely so as to sustain its con- 
stitutionality, but so as to avoid a succession of constitutional doubts, 
so far as candor permits.” 

The Interstate Commerce Commission deals with quasi public 
corporations. But the phrase of the Federal Trade Commission 
Act considered, in view of the language in the Harriman Case, 
would indicate that the right to procure information in its investi- 
gations under the provisions of Section 6 would not grant the un- 
limited search and inspection of correspondence with the right 
to copy the same in the absence of some specific complaint which 
would point out the materiality to that complaint of the particular 
correspondence and papers sought to be obtained. 

Reading Sections 5, 6 and 9, I do not think that Congress 
intended, at the time of the enactment of this law, to go beyond 
the well-recognized principles of limitations with reference to 
searches and seizures guarded against by the Fourth Amendment 
of the Constitution. It is better extracted by the procedure long 
established in the courts in conformity with the constitutional guar- 
anty against unlawful and unreasonable searches and seizures and 
the right of people to be secure in their papers and effects to deduce 
the intention that information should only be therefrom. The 
Fourth Amendment provides: 

“The right of the people to be secure in their * * * papers, 
and effects, against unreasonable searches and seizures, shall not 
be violated, and no warrants shall issue but upon probable cause, 
supported by oath or affirmation, and particularly describing the 
place to be searched, and the persons or things to be seized.” 

This command of the Constitution, properly interpreted, is a 
prohibition against Congress granting powers to the Commission 
for unlimited searches and seizures of letters and documents. The 
act makes plain the duty of the Commission to gather, compile, and 
publish for use in its proceedings what may be voluntarily offered 
or submitted in response to request or demand. It may also make 
investigation independently, but the exercise of visitorial power 
over private corporations must keep within restrictions of the Fourth 
Amendment. “Neither branch of the legislative department, still 
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less any merely administrative body, established by the Congress, 
possesses, or can be invested with, a general power of making 
inquiry into the private affairs of the citizen.” Interstate Com- 
merce Comm. v. Brimson, 154 U. S. 478, 14 Sup. Ct. 1134, 38 L. 
Ed. 1047. 

As was said by Mr. Justice Brewer Jn re Pacific Ry. Comm. 
(C. C.) 32 Fed. 241: 

“There is no doubt that Congress may authorize a commission 
to obtain information upon any subject which, in its judgment, 
it may be important to possess. * * * But in its inquiries it is 
controlled by the same guards against the invasion of private rights 
which limit the investigations of private parties into similar 
matters.” 

It is the duty of the court to so construe the act as to save the 
statute from constitutional infirmity. Knights Templars’ & Masons’ 
Life Indemnity Co. v. Jarman, 187 U. S. 197, 23 Sup. Ct. 108, 
17 L. Ed. 189; U. S. v. D. §& H. Co., 218 U. S. 407, 29 Sup. Ct. 
527,538 L. Ed. 836; Harriman v. Interstate Commerce Comm., 211 
U. S. 407, 29 Sup. Ct. 115, 58 L. Ed. 253. 

Section 6 (b) grants to the Commission the right to require 
corporations coming within its jurisdiction to make reports con- 
cerning their affairs and thus to furnish to the Commission such 
information as it may require. And subdivision (a) of Section 6 
calls upon the corporations in question to report upon specific mat- 
ters as provided in subdivision (b). If the corporations fail in 
reporting or the reports are false, the Commission is entitled, upon 
properly showing the probable cause, to demand due disclosures 
and access to the inspection of any specific, necessary, and relevant 
papers, excluding such papers as may be privileged. In other 
words, there must appear to be some reasonable cause for a search 
such as a definite complaint charging a specific wrong and thus 
presenting an inquiry which would have reasonable and readily 
ascertainable limits. Such a construction of subdivisions (a) and 
(b) of Section 6 would effectuate the intent of Congress and the 
procedure can be kept within constitutional limits. United States 
v. L. §& N. R. Co., 236 U. S. 318, 35 Sup. Ct. 868, 59 L. Ed. 598; 


a 


‘4 


FED. TRADE COMM. V. P. LORILLARD CO. & THE AM. TOB. CO., INC. 43 


Veeder v. United States, 252 Fed. 414, 164 C. C. A. 888. Such 
a construction would seem to be in accord with the discussions in 
the Senate when this legislation was enacted. See 51 Congressional 
Records, pt. 18, 68d Cong., Second Session, pp. 12747, 12800, 
12806-11, 12918, 12927. It was not intended to grant an unlimited 
power of inquisition or an unlimited right of access to books and 
papers of private parties not engaged in any public service or a 
search without basis of some facts tending to establish a charge 
of wrongdoing. 

It is now well established that a corporation is entitled to 
invoke the guaranties of the Fourth Amendment against unreason- 
able searches and seizures in as full a measure as would a person 
or partnership. Silverthorne Lumber Co. v. United States, 251 
U. S. 385, 40 Sup. Ct. 182, 64 L. Ed. 319; Coastwise Lumber 
Co. v. United States, 259 Fed. 847, 170 C. C. A. 647. 

In the papers submitted on this application, there is no show- 
ing of the existence of probable cause. The relief prayed for is 
in general terms and includes all papers and telegrams received 
by each respondent from its jobber customers located in different 
points throughout the United States and copies of all letters and 
telegrams sent by each respondent to such jobbers during the pe- 
riod from January 1, 1921, to December 31, 1921, inclusive. Such 
general demands made in other warrants of law, such as a subpeena 
duces tecum, have been condemned as not giving a reasonably accu- 
rate description of the papers wanted, either by date, title, sub- 
stance, or subject to which they relate. Ez parte Brown, 72 Mo. 
83, 37 Am. Rep. 426; Carson v. Hawley, 82 Minn. 204, 84 N. W. 
746. 

In Boyd v. United States, 116 U. S. 616, 6 Sup. Ct. 524, 29 
Ed. 746, the court quoted with approval Judge Camden’s lan- 
guage in Entick v. Carrington and Three Other King’s Messengers, 
19 Howell’s State Trials, 1029, wherein he said: 


L. 


“Papers are the owner’s goods and chattels; they are his 
dearest property; and are so far from enduring a seizure, that they 
will hardly bear an inspection; and though the eye cannot by the 


laws of England be guilty of a trespass, yet where private papers 
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are removed and carried away the secret nature of those goods will 
be an aggravation of the trespass, and demand more considerable 
damages in that respect. Where is the written law that gives any 
magistrate such a power? I can safely answer, there is none; and, 
therefore, it is too much for us, without such authority, to pronounce 
a practice legal which would be subversive of all the comforts of 
society.” 

To grant the relief prayed for by the petitioner would be to 
permit an unreasonable search and seizure of papers in violation 
of the Fourth Amendment. It was not the intention of Congress 
to grant such unlimited examination and inspection by the legisla- 
tion in question, nor, indeed, did Congress have authority to do 
so under the commerce clause of the Constitution. It would be 
unreasonable and unjust to accede to the demands of the petitioner, 
and the application for the peremptory writ of mandamus against 
the respondents American Tobacco Company and P. Lorillard Com- 


pany is denied. 





Armour & Co. v. LovisvitteE Provision Co. 
(283 Fed. Rep. 42) 


United States Circuit Court of Appeals, Sixth Circuit 
July 14, 1922 
On Motion for Rehearing, October 13, 1922 


Trape-Marxs anp Trape-Names—Worp “Star” or SymBot THEREOF A 

Vauip Trane-Mark. 

The word “Star” or a symbol thereof should be regarded as fanci- 
ful and suggestive, rather than as purely descriptive, and, therefore, 
as capable of being a valid trade-mark. 

Trapve-Marks anp Trape-Names—“Srar” ror High-Grapve Ham anp Bacon 
Vauip Trape-Markx, Tuoven Usep on Sinore Grape or Goons. 

The word “Star,” although used as a trade-mark for a distinct 
grade of appellant’s products, is not necessarily invalid as a trade-mark 
for that reason. . 

Trapve-Marxs—Use or Proper Name Wirn Fancirvun Term or SYMBOL. 

When the appellant has used the word or symbol of a star only in 
connection with the name “Armour” or “Armour’s,” it has established 
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no rights in the trade-mark of a star standing alone. This is particu- 
larly so when there is evidence that the star has been in prior use 
by other dealers. 

Unram Competrrion—“Armovr’s Star” anv “SourHern Srar.” 

No secondary meaning having been shown attaching to the appel- 
lant’s use of the word “Star” alone, but only in the combination ‘“Ar- 
mour’s Star,” the use of the words “Southern Star” by a competitor 
upon a similar line of goods, is not prima facie calculated to deceive 
the public. The labels being dissimilar and the goods not of the same 
quality, proof of actual deception is necessary to establish a cause 
of action. 


In equity. Action for trade-mark infringement and unfair 


competition. Decree for defendant, and complainant appeals. 
Affirmed. For opinion below, see 11 T. M. Rep. 384. 


Helm Bruce, of Louisville, Ky. (A. B. Stratton, of Chicago, 
Ill., and Bruce & Bullitt, of Louisville, Ky., on the brief), 
for appellant. 

Edw. P. Humphrey and Louis Seelbach, Jr., both of Louis- 
ville, Ky. (Humphrey, Crawford & Middleton, of Louis- 
ville, Ky., on the brief), for appellee. 


Before Knappen, Denison and Donanue, Circuit Judges. 


Knappen, Circuit Judge: Plaintiff-appellant is a corporation 
organized in 1900 under the laws of Illinois, as successor to a 
partnership of the same name, and has been engaged during its 
entire corporate existence in the business of preparing, packing, 
and selling meat products, including hams and bacons, at Chicago, 
Ill., and elsewhere throughout the United States, that having like- 
wise been the business of its co-partnership predecessor. Defend- 
ant-appellee is a corporation organized in 1910 under the laws 
of Kentucky, and ever since engaged at Louisville, Ky., in prepar- 
ing, packing, and selling meat products as a competitor of plaintiff. 
In 1918 plaintiff filed in the court below its bill, asserting the valid 
adoption in 1877 by the co-partnership of Armour & Co., and the 
continued use thereafter by the co-partnership and the corporation, 
respectively, of a trade-mark (for hams and bacons of high-grade 
quality) consisting of the symbol of a star, and, as an alternative, 
the word “Star.” The bill alleged infringement of plaintiff's trade- 
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mark by defendant in the use of the brand “Southern Star’ upon 
hams and bacons of defendant’s marketing. Unfair competition 
was also asserted. Defendant denied that either plaintiff or its 
predecessor was the original user of the “Star” brand or mark, 
and asserted that the use of the same was of common right. There 
was also denial that plaintiff had exclusively either the ownership 
of or the right to use the asserted trade-mark in Kentucky or else- 
where, or that plaintiff had ever used it except in connection with 
the word “Armour,” as “Armour’s Star,” admitting, however, that 
plaintiff's trade-mark has become known to the public as ““Armour’s 
Star.” Both trade-mark infringement and unfair competition were 
denied. It appeared upon the hearing (with slight exceptions, the 
testimony was all taken in open court) that plaintiff's asserted 
“Star” trade-mark had never been used by it or its predecessor, 
except in connection with its best grade of hams and bacons; the 
name “Shield” being applied to its second grade, and the name 
“Banana” to its third or poorest grade, of hams and bacons. It 
also appeared that defendant’s application for registration of its 
trade-mark “Southern Star’ was upon plaintiff's opposition, re- 
jected by the Patent Office.’ 

The District Judge filed a written opinion [11 T. M. Rep. 
384] finding that as early as 1876 plaintiff and its predecessor 
had used continuously and very extensively, throughout the coun- 
try, including Kentucky, the word “Star,” in connection with the 
words “Armour & Co.” or the word “Armour,” and also the emblem 
of a star in connection with those words, upon vast quantities of 
its hams and bacons, and that since 1910 the defendant, with knowl- 
edge of such use by plaintiff, had itself used the words “Southern 
Star,’ in “combination with the emblem of a star, upon its hams 
and bacons and meats prepared in Louisville, Ky., and sold through- 
out that State,” to the extent of about 15 per cent. of its product. 
The opinion was expressed that the word “Star” could not, standing 


alone, be the subject of a valid trade-mark, although it was recog- 


*We have not attempted to summarize either the bill or answer fur- 
ther than essential to the proper disposition of the case. 
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nized that the words “Armour’s Star” might be; that it did not 
satisfactorily appear from the testimony that “there had been es- 
tablished in the public mind a secondary meaning of the word 
‘Star’ ’’; that not only could not the use of defendant’s mark “South- 
ern Star” infringe the use of a trade-mark “Armour’s Star,” but 
that the testimony failed satisfactorily to show that any purchaser 
had been deceived “into the use of any of defendant’s hams or 
bacons, or into any purchase thereof as those of plaintiff instead 
of those of defendant.” There was conclusion of non-infringement 
of trade-mark and lack of unfair competition. The opinion seems 
thus sufficiently summarized for present purposes. 

Plaintiff asserts no trade-mark in the words “Armour’s Star.” 
It bases its right to relief squarely upon the proposition that its 
actual trade-mark was “Star,” either as a word or as a symbol, 
and that not only was such trade-mark valid originally, but that 
it has acquired a secondary meaning as indicating plaintiff's product. 
We think that, at least by direct analogy to words such as “Queen,” 
“Monarch,” “Victor,” “Pillsbury’s Best,” the word “Star,” or a 
symbol thereof, should be regarded as fanciful and as suggestive, 
rather than as purely descriptive, and thus as capable of being 
made the subject of a valid trade-mark, if not already exclusively 
appropriated. Thomas G. Plant Co. v. May Co. (C. C. A. 6) 105 
Fed. 375. 378 et seq., 44 C. C. A. 584; Menendez v. Holt, 128 U. S. 
514, 520, 9 Sup. Ct. 143, 32 L. Ed. 526. And such view seems 
to accord with patent office practice. 

We also think such word would not necessarily be invalid 
merely because applied to but one grade of plaintiff's manufac- 
tured product. Dizie v. Stearns (C. C. A. 7) 185 Fed. 481, 434, 
107 C. C. A. 501 [1 T. M. Rep. 59]. And we do not doubt that 
the adoption of the word “Star,” or a symbol thereof, would not 
fail of creating a valid trade-mark merely because used in associa- 
tion with the name of the manufacturer, or other words not adopted 
as part of the trade-mark. Layton v. Church (C. C. A. 8) 182 
Fed. 24, 29, 104 C. C. A. 464. 

But, as applied to the case before us, the question whether 
plaintiff or its predecessor actually adopted as its trade-mark the 
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word “Star,” or a symbol thereof, as distinguished from a trade- 
mark “Armour’s Star,” is distinctly one of fact, the affirmative of 
which plaintiff has the burden of establishing. In our opinion, 
plaintiff has not sustained this burden. Its asserted adoption of the 
word or symbol “Star” as a trade-mark is not admitted by defend- 
ant. There is no direct testimony (by any one claiming personal 
knowledge) as to the fact of such original adoption. Nor is such 
adoption confirmed by proof of registration. Not that registration 
creates a trade-mark, or is at all essential to its validity; its ex- 
istence, however, might afford some evidence of the identity of the 
trade-mark as asserted at the time of registration. There is testi- 
mony on the part of several witnesses, the most prominent being 
employees or representatives of plaintiff, that from the time of 
the earliest knowledge of the respective witnesses Armour & Co. 
had used the symbol or mark of the “Star” on their highest grades 
of hams and bacons, and that such practice has been continued 
until the present time, and that in the mind of the public during 
the time covered by the testimony of these witnesses, “Star” ham 
and “Star” bacon, “as gathered from conversations with dealers 
and consumers, always mean Armour’s Star ham and Armour’s 
Star bacon”; but it is satisfactorily established by the testimony 
of plaintiff’s representatives that in Armour & Co.’s labels, brands, 
and advertising matter generally, including also its large display 
cards, the name given was always “Armour’s Star” ham, or “Ar- 
mour’s Star” bacon, as the case might be—no use of the word 
“Star” (or its symbol), except as directly preceded by the word 
“Armour’s,” being shown; that about the year 1906 plaintiff adopted 
the blue and yellow label, which reads ““Armour’s Star Ham, se- 
lected stock, mild cure. Armour & Co.,” and that such label has 
been in use ever since; that since about the year 1916 no symbol 


star has been used on any of Armour & Co.’s advertisements, either 





labels or burning brand (none of plaintiff's witnesses carry their 
knowledge of plaintiff’s trade-mark back of the year 1886 or 1887). 
Indeed, one of plaintiff’s directors says: 


“Our advertising has been confined exclusively to the ‘Star’ brand, 
‘Armour’s Star,’ using, the word ‘star,’ or symbol star, in connection with 
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the word ‘Armour’s,’ in connection with our choicest hams and bacons, our 
highest grade. ‘Armour’s Star’ is indicative of our choicest grade.” 


Moreover, it would seem unnatural that plaintiff and its pred- 
ecessor should deliberately adopt the word “Star” (or its symbol) 
as its sole trade-mark, in view of the fact that other manufacturers 
had previously used or were using the star trade-mark in connec- 
tion with hams and bacons. It affirmatively appeared by the bill 
of complaint that as early as 1875 one Baltz, of Chicago, mer- 
chandised hams and bacon under the trade-mark “Star of the 
West,” and plaintiff asserts that in 1893 it purchased this trade- 
mark. It also appears that about the year 1870 George F. Davis 
& Co., of Cincinnati, adopted a brand in connection with the sale 
of hams and bacon consisting of a five-pointed star, with the 
symbol of a star in one of the points thereof, which Davis & Co. 
apparently called their “Star Brand,” and that this trade-mark 
was so used by Davis & Co. until they went out of business in 1887 
or 1888, afterwards being used by Jacob Vogel & Son, of Cincin- 
nati, who are said to still use it. 

True, the fact of actual sale of the trade-mark by Davis to 
Vogel is largely hearsay, and it does not affirmatively appear that 
the sale was accompanied by a transfer of the business, although 
that is perhaps inferable, and thus Vogel & Son may have acquired 
no legal right to the use of the mark; also, neither Davis nor Vogel 
may have had any trade in Louisville, but presumably plaintiff 
was fully aware of the use of this trade-mark in connection with 
sales of hams and bacon in a by no means negligible portion of the 
territory covered by plaintiff's trade. It would thus be unnatural 
that plaintiff should adopt its now asserted trade-mark without 
distinguishing the product as “Armour’s Star,” or in other appro- 
priate way.” Moreover, defendant presented a large amount of 
credible testimony, especially on the part of retail dealers, to the 

*In the list of registered trade-marks for hams and bacon by other 
manufacturers of “Star” brands (word or symbol or both), offered by 
defendant and excluded, but sent up with the record, appears one regis- 
tered in 1870, one in 1872, another in 1873, together with the Davis & 


Company brand, as registered in 1874; some, and perhaps all, of these 
seem to antedate the claimed adoption of plaintiff's trade-mark. While 
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effect that Armour’s name was better known than the word “Star” ; 
that Armour’s Star was generally called for by that name, and 
tending strongly to discredit the assertion that “Star” hams and 
“Star” bacon, without more, had come to indicate Armour’s goods. 

We conclude that plaintiff has not satisfactorily established 
the adoption and use of its alleged trade-mark “Star,” except as 
part of a trade-mark “Armour’s Star’ (we have no occasion to 
decide whether the words “Armour’s Star’ would constitute a 
valid trade-mark); that the conclusion of the District Judge that 
it did not satisfactorily appear from the testimony that a secondary 
meaning of the word “Star” in the public mind had been established 
cannot be rejected as against the weight of the evidence (Carey 
v. Donohue [C. C. A. 6] 209 Fed. 328, 333, 126 C. C. A. 254); 
that upon the facts hereinafter mentioned, in connection with the 
subject of unfair competition, defendant’s use of its trade-mark 
“Southern Star’ would not infringe the trade-mark “Armour’s 
Star’; and that the District Judge thus did not err in denying 
relief on account of the alleged trade-mark infringement. 

We may add, in this connection, that in our opinion it was 
not error to reject plaintiff's offer of the record of the Patent 
Office rejection of defendant’s application for registration. Such 
rejection was clearly not an adjudication upon the fact the question 
of what plaintiff's trade-mark actually was. It assumed to decide 
no questions other than whether defendant was entitled to the 
exclusive right to the words “Southern Star,” or whether plaintiff's 
mark and defendant’s mark were so similar as to be likely to con- 
fuse, or perhaps both those questions. See Trade-Mark Act of 
1905, as amended (Comp. Stat. 1916, § 9485 et seq.). 

As to unfair competition: In view of the conclusion reached 
as to plaintiff's established trade-mark, we think unfair competi- 
tion was not satisfactorily established. To sustain a charge of 
unfair competition it must at least appear that defendant’s con- 


duct had a tendency (or was calculated) to palm off its goods as 


this evidence was offered by way of certified copy of registration from the 
public records, and may be open to consideration upon the proposition we 
are now considering, we prefer to pass it by. 
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those of plaintiff. Goodyear Co. v. Goodyear Rubber Co., 128 
U. S. 598, 604, 9 Sup. Ct. 166, 832 L. Ed. 535; Howe Scale Co. 
v. Wyckoff, 198 U. S. 118, 140, 25 Sup. Ct. 609, 49 L. Ed. 972; 
Rathbone v. Champion Co. (C. C. A. 6) 189 Fed. 26, 30, 110 
C. C. A. 596, 87 L. R. A. (N. S.) 258 [1 T. M. Rep. 259]. The 
general principles applicable to cases of this nature are well under- 
stood. In their application each case must turn largely upon its 
own circumstances. About 15 per cent. of defendant’s product 
was wrapped and labeled. Except in the use of the word “Star,” it 
would be difficult to construct labels more essentially different than 
those of plaintiff and defendant. Plaintiff's label is a compara- 
tively small oval (or a circle), reading as already stated; the 
words “Armour’s” and ““Ham”’ being in blue letters upon a yellow 
field, and the word “Star” being in white letters upon a blue field. 
The other words are in black upon a yellow field. Plaintiff’s name 
(not its address) appears in comparatively small letters at the 


foot of the label, which is decidedly lacking in ornamentation and 


is of dignified simplicity. Defendant’s labels are comparatively 
large and quite elaborate. Each of those presented as character- 


istic have the words in prominent letters “Southern Star Brand,’ 
accompanied by a star in symbol. Defendant’s name and address 
appear prominently upon the face of the labels. In the center 
of each label appears a farmyard scene. It is hard to believe 
that even the casual and careless purchaser would be deceived by 
defendant’s labels into thinking they were purchasing plaintiff's 
goods. The remaining 80 to 85 per cent. of defendant’s product 
is sold unwrapped and merely skin-branded, as is a part of plain- 
tiff’s product. But here again, while the differences between the 
respective skin-brands are not so marked as in the case of the labels 
upon the wrapped product, they are nevertheless pronounced. 
Plaintiff's brand reads ““Armour’s Star U. S. Inspected and Passed 
Est. 2A”; the words being disposed in three parallel lines, “Ar- 
mour’s’” being above the word “Star,” which in turn is above the 
remaining words. Defendant’s brand consists of a large, five- 
pointed star, across which are the words “Southern Star’; below 
these words, and still in the star, the word “Brand”; below the 
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star the word “U. S.,” on the line below “Inspected and Passed,” 
and below (a fifth line) “Est. 995.” 

Having in mind that since about the years 1914 to 1916 no 
star symbol has been used on any of plaintiff's advertisements, 
labels, or brands, the testimony that when customers wanted de- 
fendant’s goods they asked for “Southern Star,” that Armour’s 
1ame was better known than the word “Star,” and that “Armour’s 
Star” was generally called for by that name (thus tending to show 
that “Armour’s” was the dominant portion of plaintiff's trade- 
mark); the fact that retailers and large consumers are not as easily 
deceived as the small and casual consumer; the statement of the 
District Judge in his opinion (which we quote in the margin),*® and 
the natural probability that, in cases where the ham or bacon was 
sold by the retailer cut in slices, the consumer would not be very 
likely to pay attention to the brands—we are not convinced that 
we would be warranted in setting aside the trial judge’s conclusion 
of lack of tendency to deception or unfair competition. There is 
evidence tending to show deception (or perhaps attempted decep- 
tion) on the part of some retailers; but, taking into account the 
entire record, we are unable to say with any confidence that de- 
fendant is responsible therefor. Rathbone v. Champion Co., supra, 
189 Fed. at pages 82, 38, 110 C. C. A. 596, 87 L. R. A. (N. S.) 

os* * * The testimony heard in plaintiff's behalf does not satisfactorily, 
and without mere inference or hearsay, show that any purchaser what- 
ever, either for his own use or for sale to others, has been deceived into 
the use of any of defendant’s hams or bacon, or into any purchase thereof 
as those of the plaintiff instead of those of the defendant. On the con- 
trary, the fact that no person of ordinary intelligence was at all likely 
to be so deceived by defendant’s brands and marks was shown clearly by 
the testimony of so many witnesses that further testimony on that phase 
of the case was stopped by the court, when quite a score of other wit- 
nesses were present ready to testify for defendant to the same effect. 
In the almost entire absence of any convincing testimony from the plaintiff 
on this point, the court thought further testimony thereon by the defend- 
ant unnecessary. In saying this, the court does not by any means over- 
look the testimony of the witnesses for the plaintiff. Quite the reverse, 
for we have reached these conclusions after a careful study of every part 
of that testimony, and especially as it bears upon the question of infringe- 
ment and unfair competition.” This quotation seems to make unnecessary 
further reference to plaintiff's contention that actual deception need not, 


as matter of law, be shown, and that it is enough if defendant’s labels 
are calculated to deceive. 
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258 [1 T. M. Rep. 259]. Indeed, there is an abundance of ap- 
parently reliable testimony that defendant’s goods have been sold 
both to dealers and consumers generally on their merits. The as- 
serted fact that defendant’s “Southern Star Brand” is inferior to 
plaintiff's “Star,” and that it is sold at a less price and in active 
competition, has no appreciable tendency to show unfairness in com- 
petition. 

Plaintiff complains that certain of its proffered testimony was 
improperly rejected. We think the result would not be different 
if consideration were given to everything fairly admissible. 

The conclusion we have reached makes it unnecessary to 
consider the asserted defense of laches. 


The decree of the District Court is affirmed. 


On Morion For REHEARING 


The petition for rehearing must be denied. One feature only 
of the petition seems to call for special mention. Our opinion 
states that: 


“It is satisfactorily established by the testimony of plaintiff’s rep- 
resentatives that in Armour & Co.’s labels, brands, and advertising matter 
generally, including also its large display cards, the name given was always 
‘Armour’s Star’ ham, or ‘Armour’s Star’ bacon, as the case might be 
no use of the word ‘Star’ (or its symbol), except as directly preceded by 
the word ‘Armour’s, being shown.” 





In challenge of the correctness of this statement, reference 
is made to Exhibit No. 25, described in the testimony as “con- 
taining the figure of a star and above it the words ‘Armour & Co.,’ 
and below it the word ‘Chicago,’”’ which the testimony states “‘is 
a label we put on our wrapped hams and bacon from my earliest 
recollection up to about 1906” (the witness “first went with Ar- 
mour & Co. in 1891, and went into the advertising department in 
1896"’). 

Exhibit No. 25 is not at hand, and inferably did not come up 
with the record. But that exhibit, as above described, is not enough 
to discredit the quoted statement in our opinion, nor change the 


conclusion there arrived at. The difference between “Armour & 
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Co.” and “Armour’s” in that instance is not very significant. In- 
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deed, the witness, immediately following his testimony as quoted 
above, identified “another paper containing a circular figure with 
a star in the center, and the word ‘star’ written across the star, 
the word ‘Armour’s’ above and other words beneath,’ which paper, 
called a sticker or notice, the witness says “was pasted on our 
wrapped hams, calling the attention of the public to the quality 
of the contents. It was used concurrently with the last exhibit” 
(Exhibit 25). 





Pansy Waist Co., Inc. v. Pansy Dress Co., Inc. 
(196 N. Y. Supp. 825) 


New York Supreme Court, Appellate Division, First Department 
December 1, 1922 


Trape-Marks AND TrapE-NAmMEes—-Unrain Competirion—“Pansy” For 

Women’s Walists aND Dresses—ConrusiInG SIMILARITY IN Cor- 

PORATE NaMES—APPEAL—REVERSAL AND INJUNCTION. 

Plaintiff, the first appropriator and user of the name “Pansy” 
as part of its corporate title and as a trade-mark, which it duly 
registered in the Patent Office in respect of dresses and costumes, 
is entitled to be protected against the use of such name by defendant, 
a later appropriator of the mark to women’s dresses, on the ground 
of similarity in the two corporate names and the consequent prob- 
ability of confusion; and the judgment appealed from refusing an 
injunction is reversed. 

Same—SAME—ACQUIESCENCE OF SECRETARY OF STATE IN Use or Later 

TirtE Not Concuiusive. 

In the case at issue, the fact that the Secretary of State of the 
State of New York acquiesced in the incorporation of defendant 
under a corporate name similar to plaintiff’s, is not conclusive. 


In equity. Action for unfair competition. From an order 
denying plaintiff's motion for an injunction, plaintiff appeals. 
Order reversed, and motion granted. 


I. Gainsburg, of New York City (Joseph Force Crater, of 
New York City, on the brief), for appellant. 
Charles Fredericks, of New York City, for respondent. 
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Before CiarkKE, P. J., and Dow.ine, Smitu, Pace and GreEen- 
BAUM, JJ. 


GREENBAUM, J.: Plaintiff is a domestic corporation organ- 
ized in March, 1915, to carry on the business of manufacturing and 
selling women’s waists, dresses, and knitted goods. It is the suc- 
cessor of the business established by one Abraham Solomon in 
1876, who in 1908 assumed the trade-name and style of “Pansy 
Shirt Waist Company.” In 1910, following the death of Abraham 
Solomon, the business was conducted by his widow, who in May, 
1910, registered the word “Pansy” in conjunction with the repre- 
sentation of the flower, pansy, in the United States Patent Office. 

In 1915 the plaintiff corporation acquired the sole ownership 
of the business, including its trade-marks and trade-names, and 
thenceforth conducted business under the name of “Pansy Waist 
Co., Inc.” On November 15, 1921, the name “Pansy” was regis- 
tered by plaintiff as a trade-mark for dresses and costumes, in the 
United States Patent Office, upon an application filed in February, 
1921. Plaintiff's place of business is in this city, and it is alleged 
that it has upwards of 3,000 customers throughout the United 
States and Canada, and that its annual sales aggregate $1,000,000. 
It also appears that since 1917 plaintiff has been selling dresses 
under the trade-mark “Pansy,” and that it is extensively known 
to the trade as “Pansy Dress Co.” 

Defendant is a domestic corporation doing business under 
the name of the “Pansy Dress Co., Inc.,’’ whose certificate of in- 
corporation was executed on December 30, 1921, and filed in the 
county clerk’s office, New York County, on January 4, 1922. The 
purposes of the corporation, according to its certificate, are the 
manufacture, buying, and selling of dresses, skirts and clothing. 
It was organized by Jacob Lipschitz and Max Lustberg, who had 
theretofore been engaged in the business of manufacturing, buying, 
and selling dresses under the name of Lustberg & Lipschitz. Its 
place of business is in the same general locality in this city as 
that of plaintiff. Plaintiff, having learned of the incorporation 


of defendant about January 15, 1922, at which time defendant had 
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not yet actively undertaken to do business under its firm name, 
promptly notified the defendant that its corporate name was an 
infringement upon the rights of plaintiff, and exhibited to its officers 
and attorneys the certificate of registration of the name “Pansy” 
as a trade-mark for dresses and costumes. The word “Pansy” was 
an arbitrary name, selected by the plaintiff's first predecessor, and 
it was continuously used by successive owners. The only difference 
between the names of the respective parties is that the defendant 
substituted the word “Dress” for the word “Waist.” 

In Danziger v. Gottlieb, 156 App. Div. 779, 141 N. Y. Supp. 
739 [3 T. M. Rep. 543], an injunction had been granted restraining 
the defendant from doing business under the name of “Lenox Waist 
Mfg. Co.,” or from “in any way or manner using the name of 
‘Lenox’ in connection with the manufacture and sale of waists, and 
from using the name ‘Lenox’ upon any tag, stationery, cards, or 
any other things, or signs of the defendant, in connection with the 
manufacture and sale of waists.”” The defendant thereupon changed 
the name of his business to “Lenox Dress Mfg. Co.,” on the sup- 
position that the use of the word “dress” in substitution for the 
word “waist” was not a violation of the injunctive order of the 
court. But this court stated: 

“The manufacture and sale of dresses, which include waists 
either as separate garments or united with skirts, under the name 
‘Lenox Dress Mfg. Co.,’ was a plain violation of the decree,” etc. 

The uncontradicted affidavits submitted in behalf of the plain- 
tiff established that for five years past it had been selling dresses 
as well as waists, and that such dresses were sold under the reg- 
istered trade-name “Pansy,” and were known to the trade in gen- 
eral as “Pansy dresses.” Plaintiff, in its advertising, featured 
its dresses as “‘Pansy dresses.” By reason of the association of 
the name “Pansy” with the dresses sold by plaintiff, it became 
widely known to its customers as “Pansy Dress Co.,” as evidenced 
by numercus letters, which are exhibits in the case, which were 
intended for plaintiff, addressed to it as “Pansy Dress Co.” There 
can be no doubt as to the similarity of the two names, and that 
the defendant’s name is calculated to confuse and deceive purchasers 
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into believing that the Pansy dresses of the defendant are those 
which plaintiff is selling. 

Defendant’s contention is that the right to use its corporate 
name was acquiesced in by the secretary of state. In People ex 
rel, Columbia Chemical Co. v. O’Brien, 101 App. Div. 296, 91 
N. Y. Supp. 649, the court stated: 

“Where a certificate is filed with the same name as that of an 
existing corporation, or when the name so nearly resembles that 
of the existing corporation as to be calculated to deceive, the 
action of the secretary of state is not conclusive, and the courts 
have frequently by a judgment in equity granted relief to a prior 
corporation aggrieved.” 

Defendant further contends that its name was innocently used. 
Assuming that to be true, it is nevertheless misleading and con- 
fusing, and calculated to deceive. Besides, its attention was called 
to plaintiff's rights a few days after its certificate of incorporation 
was filed, and with full knowledge of that fact it started up and 
continued its business under its corporate name. 

The order appealed from must be reversed, with $10 costs 
and disbursements, and plaintiff's motion for an injunction pendente 
lite is granted. Settle order on notice. 


CrarkeE, P. J., and Smitn and Page, JJ., concur. 
Dowu1NnG, J., dissents. 
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CHECKER CaB MANUFACTURING CORPORATION V. SWEENEY 
Supreme Court, New York County, Special Term, Part I 
December 19, 1922 


TrapeE-MarKks AND Unratmr Competirion—Unrair Practices ENJOINABLE, 

Tuovucu nor In Dimecr Competrrion—“CHECKER” FoR TaxXICaBs. 

The power of equity is not so limited that it cannot protect a 
manufacturer against injury resulting from imitations of his product 
which cause confusion in the minds of the public, though the con- 
fusion arises not in connection with the sale of the article, but in 
the use made of it thereafter. 

TrapeE-Marks aNp Unrair Comvetition—INnsury to Business May Be 

RESTRAINED. 

It may be said to be the law that where an injury to business, 
not measureable by damages, is threatened by unfair acts, equity may 
afford relief by injunction. 

TrapvE-Marxs anp Unrair Competirion—Uwnram Acrs or TaxicaB Op- 

ERATOR ENJOINABLE By MANUFACTURER OF COMPETING CaBs. 

Where plaintiff manufactured taxicabs, known to the _ public 
both as “Mogul” and “Checker” cabs, and distinguished by a checker 
design in contrasting colors, which design it had registered under 
Section 367 of the General Business Law it was entitled to protection 
as against the use by a taxicab operator of cabs similarly marked, 
but produced by another manufacturer, especially as there was no 
doubt that the defendant intentionally copied plaintiffs marking. 

Trape-Marks aNd Unrair Competirion—Derense or “Uncrean Hanps.” 

In the case at issue, the claim that plaintiff acquired its trade- 
mark through some wrong done to the originators of the design in 
another state creates no defense in New York, where the trade-mark 
has been registered and use and priority clearly established. 


In equity. Suit to restrain unfair competition. Motion for 
injunction granted. 


A. M. Grill (John L. Lotsch & A. M. Grill, of counsel), all 
of New York City, for plaintiff. 

Dooling § Waldman, of New York City, for defendant. 

Marsu, J.: The plaintiff is a manufacturer of taxicabs, hav- 


ing its principal place of business in Chicago. It has sold many 


of its cabs in New York City, and these cabs are now being op- 


erated by the purchasers for public hire in the city streets. The 
taxicabs manufactured by the plaintiff are known both as “Mogul” 


and as “Checker” cabs, and are marked by the plaintiff with a 
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distinctive symbol in the form of a design or pattern of checkers 
of contrasting colors arranged both in circles and also in a band 
running from end to end around the tonneau. This design has 
been used by the plaintiff for more than a year, and has recently 
been registered by it as a trade-mark under Section 367 of the 
General Business Law. The plaintiff claims the design as its 
trade-mark and a distinctive designation of its product. 

The defendant is the owner of a taxicab which was not man- 
ufactured by the plaintiff, but which is similarly marked, and which 
is being operated for hire in the streets of New York. The de- 
fendant has received no license or permission of any kind from 
the plaintiff, nor does he claim any prior or superior right to the 
design. The plaintiff now seeks to enjoin him from using the 
car, so marked, on the ground that such use is an infringement 
of its trade-mark and a violation of its property rights. 

It will be observed that the plaintiff and defendant are not 
engaged in the same business. The plaintiff is a manufacturer of 
taxicabs. The defendant is operating taxicabs. The plaintiff sells 
its product to operators. The defendant hires out his cab for pub- 
lic use. It is on this distinction that the defendant chiefly bases 
his opposition to the injunction, arguing that there can be no unfair 
competition where there is no competition of any kind. 

I doubt if this is a correct view of the law, however, or that 
the power of equity is so limited that it cannot protect a manu- 
facturer against injury resulting from imitations of his product 
which cause confusion in the minds of the public, even though the 
confusion arises not in connection with the sale of the article, but 
in the use made of it thereafter. It is true that most of the cases 
dealing with violations of trade-marks and injury to good-will have 
arisen between direct competitors, but that, I think, is only because 
the immediate competitor is the most likely person to commit the 
offence. Unfair competition is but one form of unlawful business 
injury. Monopolistic practices and illegal strikes and boycotts 
are familiar examples of business wrongs which equity has power 
to enjoin. “The controlling question in all cases where the equitable 
power of courts is invoked is, whether the acts complained of are 
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fair or unfair.” Fisher v. Star Co., 231 N. Y. 414, 427 [8 T. M. 
Rep. 267}. 

An injunction to protect a trade-mark was issued against one 
who was not an actual competitor in Colman v. Crump (70 N. Y. 
573). The defendant in that case was engaged in printing imita- 
tions of plaintiff's trade-mark which, however, were not to be 
used by himself but by others. In Upmam v. Forester (24 Ch. D. 
231) an injunction was issued against an individual in a very 
different line of business who had imported a large consignment 
of cigars for his own use bearing an imitation of plaintiff's trade- 
mark, the court saying “that even if the cigars were given away to 
friends and relatives and not sold, there would be a large distribu- 
tion, and one calculated to do the plaintiff material injury, for 
the persons who smoked the cigars would give the plaintiffs the 
credit of making an inferior article.” The master of a ship fitted 
up with patented pumps was held liable for an infringement of 
the patent in Adair v. Young (12 Ch. D. 18), although he had 
nothing to do with putting the pumps on board. Both of these 
cases seem to have been decided on common law principles and not 
on special statutes. An injunction was granted to a foreign man- 
ufacturer against an importer in 7. A. Vulcan v. Myers (139 N. Y. 
364). An instructive case is Corning Glass Works v. Corning Cut 
Glass Co. (197 N. Y. 173), where a manufacturer of glassware, 
which furnished blanks to glass cutters, sought an injunction against 
another company of a somewhat similar name which was engaged 
in the business of manufacturing and selling cut glass. It was 
found as a fact that the cut glass manufactured by the defendant 
did not come into direct competition to that manufactured by the 
plaintiff's customers. It was argued, however, that the similarity 
of names alone entitled the plaintiff to preventive relief, because 
of the liability to create unfair trade and the possible confusion 
in the minds of those transacting business with either corporation 
to its probable injury. The Court of Appeals said that “if that 
were borne out by the facts, doubtless the plaintiff would have 


a standing in court to protect itself against injury, reasonably, to 


be anticipated,” but held that the names were not so similar as 
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to produce confusion in view of the fact that the word “Corning” 
identified no particular business and the two concerns were actually 
engaged in different lines of trade. It may, perhaps, be inferred 
that if the defendant had taken the precise name or trade-mark 
of the plaintiff an injunction would have been granted. 

As a result of the authorities which have been cited, as well 
as the more common unfair competition cases, I think it may be 
said to be the law that where an injury to business, not measurable 
in damages, is threatened by unfair acts equity may afford relief by 
injunction. Both injury and wrongful acts, of course, are essential 
elements of the cause of action. The defendant claims in the pres- 
ent case that the plaintiff is not being injured, as there is no proof 
that its sales have been affected, that there has been no confusion 
and that there is likely to be no confusion in the minds of any 
purchasers of taxicabs, and any confusion that may exist at all 
is in the minds of the riding public. Moreover, it may be said 
that the defendant has no intent to injure the plaintiff or to com- 
pete with it in any way, his sole concern being with his business 
as a taxicab operator. It is not difficult to perceive, however, that 
if imitations of the plaintiff's cabs may be used without restraint, 
the plaintiff's market is bound to suffer. Actual loss need not 
be proved to have already occurred if it is clearly threatened 
(T. A. Vulean v. Myers, 1389 N. Y. 364), and when the wrong is 
clear, the defendant’s motive and intent are immaterial (ibid). 
The papers submitted leave no room for doubt that the defendant 
intentionally copied plaintiff's marking and, even though his specific 
intent in so doing was not to compete with or injure the plaintiff, 
he undeniably had in mind the advantages of using that design in 
competition with the operators who had purchased plaintiff’s cabs. 
Of course, the plaintiff may not maintain the action for the pro- 
tection of its customers (Corning Glass Works v. Corning Cut Glass 
Co., supra). But the defendant, in the language of Pitney, J., in 
International News Service v. Associated Press (248 U. S. 215, 
239 [9 T. M. Rep. 15]), was “endeavoring to reap where he had 
not sown” and is in no position to plead innocence, if innocence 


were a defence. 
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The further claim that the plaintiff acquired its trade-mark 
through some wrong to the originators of the design in Chicago 
creates no defence in this State, where the trade-mark has been 
registered and use and priority are clearly established. As to 
the suggestion that the plaintiff does not come into court with 
clean hands because of the alleged fraud upon the public, arising 
out of the relationship of the plaintiff’s customers to the Mogul 
Taxicab Corporation, Inc., there is insufficient proof to connect the 
plaintiff with the plan of operation, assuming that any fraud exists. 
Motion for injunction granted. Settle order on notice. 





CALIFORNIA PAcKING CoRPORATION Vv. Prick-BookrerR MANUFAC- 


TURING COMPANY 
Court of Appeals of the District of Columbia 
January 2, 192: 


Trave-Marks—Opposition—“Mission” as Trape-Mark ror Pickies, Mvus- 
TARD AND CONDIMENTS, AND FOR CANNED Fruits, CANNED VEGE- 
TABLES AND Foops—Goops oF THE SAME Descriptive PRoPpERTIES— 
Opposition SUSTAINED. 

In an appeal, from the decision of the Commissioner of Patents, 
where appellant’s use of the mark “Mission” on canned fruits, canned 
vegetables, foods and ingredients of foods dated from 1892, it was 
held that its opposition to the registration of the same word by ap- 
pellee in respect of pickles, mustard and condiments, should be sus- 
tained, inasmuch as the respective goods are of the same descriptive 
properties, as they are sold in the same stores, put out in small con- 
tainers, and are associated in the public mind. 


Appeal from the decision of the Commissioner of Patents. 
Reversed. For the Commissioner’s decision, see 11 T. M. Rep. 820. 


Archibald Coz, of New York City, and William G. Henderson, 
of Washington, D. C., for appellant. 
Joseph W. Milburn, of Washington, D. C., for appellee. 


Smytu, Chief Justice: This is an opposition proceeding. The 
appellee applied to the Commissioner of Patents for registration 
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of the word “Mission” accompanied by a representation of a mis- 
sion house as a trade-mark for flavoring extracts for foods, mustard, 
tomato catsup, relishes made of chopped and ground pickles packed 
in spices and vinegar, chow chow, salad dressing and vinegar. The 
mark is affixed to the goods or the containers thereof. The ap- 
pellee uses substantially the same mark on canned fruits, canned 
vegetables, foods, and ingredients of foods, and the mark is applied 
to cans or glasses containing the goods. The appellee has used 
its mark since 1908, and the appellant established a date in the 
year 1892. Therefore, the latter is entitled to priority. About 
this there seems to be no conflict. 

The dispute relates to the question as to whether the goods 
of the respective parties belong to the same class or have the same 
descriptive properties. The Examiner of Interferences, feeling 
bound by a prior decision of the Office, ruled that the goods did not 
possess the same descriptive properties, and dismissed the oppo- 
sition. On appeal, the First Assistant Commissioner, recognizing 
that there was a conflict in the decisions of the Office with respect 
to whether or not canned fruits and canned vegetables had the 
same descriptive properties as pickles, took the view that they 
had not. In doing so he adopted the reasoning of the case which 
he followed. It was to the effect that the goods did not belong 
to the same class, because canned fruits and canned vegetables 
require a different manufacturing plant from that needed in the 
manufacture of pickles; the latter are packed and shipped in glass 
or wooden vessels, while canned fruits and vegetables are shipped 
in air-tight tins; pickles have no food value, and are intended only 
as incitements to the appetite. But we do not think these considera- 
tions solve the problem. They relate chiefly to features which 
ordinarily would be unknown to the prospective purchaser, and 
which would have no tendency to help him in differentiating the 
goods of the one concern from those of the other. Therefore, we 
must look for some other test. 

In the first paragraph of Section 5 of the Act of 1905 relating 
to trade-marks, it is said that no mark by which the goods of the 
owner of the mark may be distinguished from other goods of the 
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same class shall be refused registration as a trade-mark, unless, 
etc. The exception is not material here. The paragraph implies 
that if the mark would not distinguish the goods of its owner from 
other goods of the same class, it should be denied registration. No 
interpretation of the phrase “the same descriptive properties,” 
which occurs in the same section, applicable to all cases alike, has 
ever been given, so far as we know. The courts have been content 
with deciding in each case as it arose either that the goods did or 
did not possess those qualities, without going further. We think 
the dominant purpose of the part of the section here involved is 
the prevention of confusion and deception. If the use of the later 
mark would be likely to produce either, the mark should be rejected. 
Whenever it appears that confusion might result, it is because the 
goods have the same descriptive properties. We reason from the 
effect to the cause. For instance, no one would be deceived into 
believing that a can of tobacco and a can of peas were put out 
by the same concern simply because they bore similar trade-marks. 

Turning now to the goods of the parties to this litigation, we 
find that they are sold in the same stores, are put out in small con- 
tainers, are used in connection with each other, and are associated 
in the public mind. We think that a person seeing the mark in 
question on a container of pickles would be likely to assume that 
they were produced by the same concern as that which produced 
the canned fruits or vegetables bearing a similar mark. At least 
we are not clearly convinced that he would not be and, therefore, 
we hold against the newcomer. William Waltke & Co. v. Geo. H. 
Schafer & Co., 49 App. D. C. 254, 263 Fed. 650 [10 T. M. Rep 
246 |. 


The decision of the Commissioner is reversed. 
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Enocu MorGan’s Sons Company v. THE SANITARY Propvucts 


ComMPANY 
Court of Appeals of the District of Columbia 
January 2, 1923 


Trape-MarKs—Opposir1on—“SoaPo.tin” FoR Liqump Soap CONFUSINGLY SIM- 
mar TO “Saporio” ror A DETERGENT, CLEANSING AND SCOURING 
CompouNp—A pPpEAL—REVERSAL. 

Where appellant had, over fifty years ago, adopted and since used 
the word “Sapolio” as a trade-mark for a detergent, cleansing and 
scouring compound, and, for a shorter period the words “Hand 
Sapolio” for a toilet soap, the use by appellee of the word “Soapolin,” 
adopted long thereafter as a mark for liquid soap, would be “likely 
to cause confusion or mistake in the mind of the public or to deceive 
purchasers,” inasmuch as the respective goods are of the same de- 
scriptive properties; and the Commissioner’s decision dismissing the 
opposition is reversed. 


In the Patent Office. Appeal from a decision of the Commis- 
sioner of Patents. Reversed. For the Commissioner’s decision, see 


11 T. M. Rep. 317. 


Archibald Coz, of New York City, and William G. Hender- 
son, of Washington, D. C., for appellant. 
Charles S. Grindle, of Washington, D. C. (Watson, Cort, 
Morse & Grindle, of Washington, D. C.), for appellee. 


Ross, Associate Justice: This is an appeal from a decision 
of the Commissioner of Patents in a trade-mark opposition case, 
dismissing the opposition and sustaining the right of the applicant, 
appellee here, to register the word “Soapolin,” used in applicant’s 
business since April of 1917 as a trade-mark for liquid soap. 

The opposer, appellant here, and its predecessors in business 
have used the word “Sapolio” for almost half a century as a trade- 
mark for a detergent, cleansing and scouring compound, in other 
words, a scouring soap for household purposes, and for many years 
it also has manufactured and sold under this mark a toilet soap 
called “Hand Sapolio.” The business of the opposer has been 
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very extensive and the mark is well known throughout the United 
States and in many foreign countries. 

We are clearly of the opinion that the goods to which these 
marks are applied are of the same descriptive properties, within 
the meaning of the Trade-Mark Act. Anglo-American Incand. L. 
Co. v. General E. Co., 48 App. D. C. 385 [5 T. M. Rep. 330]. 
To be sure, there are certain differences in the two products, but 
the points of similarity are more important in a case of this kind. 
The product of each party is soap, and we are convinced that the 
contemporaneous use of the two marks would “be likely to cause 
confusion or mistake in the mind of the public or to deceive pur- 
chasers.” The marks look and sound alike, and there was no ap- 
parent reason for such a simulation by the applicant. 


The decision is reversed. 





DECISIONS OF THE COMMISSIONER OF PATENTS 


Duntarp & Co. v. Tue Jackson & Gutman CoMPANY 
January 9, 1923 
Yd; 


Trave-MarKs—OpposiItioN—REGISTRABILITY OF SURNAMES—NaME “DuNLoP” 
wot Distrncrivety DispLayep RecGistraBLE Onty Unper Act or 

1920. 

The name “Dunlop,” displayed in block type, printed so that 
there is a slight reduction in the height of the letters toward the 
middle of the word and surrounded by an outline of substantially 
upright ends, a downward curved top and an upward curved bottom, 
is not distinctively displayed, and can be registered only under the 
Act of 1920. 


In the Patent Office. Trade-mark opposition. On petition 
to the Commissioner of Patents. Opposition sustained. 


Briesen & Schrenk, of New York City, for Dunlap & Co. 


A. W. W. Woodcock, for The Jackson Gutman Company. 
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Fennina, A. C.: This is a petition to the Commissioner to 
employ supervisory authority and consider the action of the Ex- 
aminer of Interferences in dismissing and denying opposer’s mo- 
tion for judgment on the record. 

Applicant applies for registration of a trade-mark consisting 
of “Dunlap” in block type, printed so that there is a slight reduc- 
tion in the height of the letters toward the middle of the word, 
surrounded by an outline of substantially upright ends, a down- 


ward curved top and upward curved bottom, thus: 


UNLA 


Thus opposer alleges that this mark is simply its name, whereas 
applicant insists that the mark is distinctively displayed within 
the statute. Prior to the Act of 1920 a commendable practice of 
leniency was developed in the Office and some marks involving 
almost as simple subterfuges as the present were registered. It 
seems clear that any reasonable interpretation of the language of 
the 1905 statute would preclude the registration of the present 
mark. To say that by placing a border of simple lines about a 
name removes it from being merely a name seems an unreasonable 
bending of common sense. To be sure there may be an elaborate 
border or accompanying devices with the name, which make the 
mark something more than merely the name, but the present clearly 
is not such an instance. In Du Pont v. The Ginter Company, 289 
O. G. 411, 1921 C. D. 79, a more elaborate subterfuge was held 
ineffective to secure registration and the same conclusion must be 
reached here. A purpose of the trade-mark laws may be assumed 
to be to procure in the Patent Office as complete a list of marks 
actually used in commerce as may be. This may have been one 
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of the underlying purposes of the Act of 1920. At all events, 


such marks as the present may now be registered under the Act 


of 1920. This being so, there seems to be no reason to unduly 


expand the terminology of the Act of 1905 to procure this regis- 
tration. 

The Examiner of Interferences is reversed and the opposition 
sustained. 





